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DETAILED ACTION 

1 . This office action is in response to the application filed on 07/03/2003. 

2. Claims 1-42 are pending and have been examined. 



Oath/Declaration 

3. The Office acknowledges receipt of a properly signed oath/declaration filed on 
July 09, 2003. 

Priority 

4. This application claims benefit of provisional application 60/473,239. Therefore, 
the priority date considered for this application is May 24, 2003. 

Information Disclosure Statement 

5. There is no information disclosure statement has been filed for this application. 



6. 



Drawings 

The drawings filed on July 09, 2003 are accepted by the Examiner. 
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Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 15-42 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 15: Claim 15 claims a computer software, which is computer listings per 
se. It is neither computer component nor statutory process, as it is not "acts" 
being performed. Such claimed computer software does not define any structural 
and functional interrelationships between the computer program and other 
claimed elements of a computer, which permit the computer program's 
functionality to be realized. Therefore, claim 15 is non-statutory. - See MPEP 
21 06.01 [R-5] "Computer-Related Nonstatutory Subject Matter": Since a computer 
program is merely a set of instructions capable of being executed by a computer, 
the computer program itself is not a process and USPTO personnel should treat 
a claim for a computer program, without the computer-readable medium needed 
to realize the computer program's functionality, as nonstatutory functional 
descriptive material, - 



Claims 16-26: Claims 16 - 26 are dependent claims of claim 15. These claims 
all fail to remedy the 35 USC 101 nonstatutory problem of claim 15. Therefore, 
they are all non-statutory. 
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Claim 27: Claim 27 claims a computer software, which is computer listings per 
se. It is neither computer component nor statutory process, as it is not "acts" 
being performed. Such claimed computer software does not define any structural 
and functional interrelationships between the computer program and other 
claimed elements of a computer, which permit the computer program's 
functionality to be realized. Therefore, claim 27 is non-statutory. - See MPEP 
2106.01[R-5] "Computer-Related Nonstatutory Subject Matter": Since a computer 
program is merely a set of instructions capable of being executed by a computer, 
the computer program itself is not a process and USPTO personnel should treat 
a claim for a computer program, without the computer-readable medium needed 
to realize the computer program's functionality, as nonstatutory functional 
descriptive material. - 

Claim 28: Claim 28 claims computer software, which is computer listings per se. 
It is neither computer component nor statutory process, as it is not "acts" being 
performed. Such claimed computer software does not define any structural and 
functional interrelationships between the computer program and other claimed 
elements of a computer, which permit the computer program's functionality to be 
realized. Therefore, claim 28 is non-statutory. - See MPEP 21 06.01 [R-5] 
"Computer-Related Nonstatutory Subject Matter": Since a computer program is 
merely a set of instructions capable of being executed by a computer, the 
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computer program itself is not a process and USPTO personnel should treat a 
claim for a computer program, without the computer-readable medium needed to 
realize the computer program's functionality, as nonstatutory functional 
descriptive material, - 

Claims 29-40: Claims 29-40 claim "a computer system programmed for" which 
according to the specification (p.21, paragraph [056]) can be broadly interpreted 
as only computer software or combination of computer software/firmware. Such 
claimed computer software does not define any structural and functional 
interrelationships between the computer program and other claimed elements of 
a computer, which permit the computer program's functionality to be realized. 
Therefore, these claims are non-statutory. - See MPEP 21 06.01 [R-5] "Computer- 
Related Nonstatutory Subject Matter": Since a computer program is merely a set 
of instructions capable of being executed by a computer, the computer program 
itself is not a process and USPTO personnel should treat a claim for a computer 
program, without the computer-readable medium needed to realize the computer 
program's functionality, as nonstatutory functional descriptive material. 

Claims 41 and 42: Claims 41-42 claim "a computer system" which according to 
the specification (p.21, paragraph [056]) can be broadly interpreted as only 
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computer software or combination of computer software/firmware. Such claimed 
computer software does not define any structural and functional interrelationships 
between the computer program and other claimed elements of a computer, which 
permit the computer program's functionality to be realized. Therefore, these 
claims are non-statutory. - See MPEP 21 06.01 [R-5] "Computer-Related 
Nonstatutory Subject Matter": Since a computer program is merely a set of 
instructions capable of being executed by a computer, the computer program 
itself is not a process and USPTO personnel should treat a claim for a computer 
program, without the computer-readable medium needed to realize the computer 
program's functionality, as nonstatutory functional descriptive material. - 



Claim Rejections - 35 (JSC § 102 

9. * The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-11 and 13-14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Halviatti (Halviatti et al., US 5,475,843) 

Claim 1: 
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Halviatti discloses a method for providing a target application with an application 
programming interface, said target application comprising a graphical user 
interface (see for example, Fig. 6, element 670 "Windows API" and related text), 
said method comprising generating a computer code (script) for activating 
(control) at least one element of said graphical user interface of said target 
application, wherein said activation of said at least one element causes said target 
application to execute a desired function (see for example, Fig. 6, element 660, 
"Test Script" and related text, also see col. 2, lines 35-37, "so that the script writer 
has complete control over the behavior and actions of the target application."). 

Claim 2: ' 

Halviatti further discloses the method of claim 1 , wherein said generated computer 
code activates said at least one element of said graphical user interface of said 
target application by simulating at least one event of a windows system (see for 
example, Fig. 6, element 640 and related text, also see col. 2, lines 47-58, 
"Translated event message are forwarded to the Message Engine for matching 
with event handlers." and "Appropriate action, based upon use of the reserved 
work within the script, is then effected.") 

Claim 3: 

Halviatti also discloses the method of claim 1 , wherein said generated computer 
code comprises at least one shadow object for activating said at least one element 
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of said graphical user interface (see for example, Fig.6, element 610 and related 
text, also see, col. 3, lines 2-7, ATMs (shadow object) describe the actual 
component (object) which they represent in terms of Generic Element Models 
(Stored in GEMs Library). A GEM encapsulates the behavior of irreducible user 
interface elements such as push buttons, checkboxes, listboxes, and the like."). 

Claim 4: 

Halviatti further discloses the method of claim 3, wherein said shadow object 
activates said at least one element of said graphical user interface by sequentially 
activating a predetermined plurality of windows (see for example, Fig. 2, elements 
250-280 and related text, also see, col.7, lines 4-12, "As shown in the second half 
of Fig. 2, an event-driven architecture 250 eschews a pre-selected sequence."). 

Claim 5: 

Halviatti also discloses the method of claim 1 , further comprising requesting a user 
to select said at least one element of said graphical user interface of said target 
application (see for example, Fig.8A-C and related text and also see col. 2, lines 
66-67, "The system employs the Model Generator to decompose the application 
under test to generate the ATMS.") 

Claim 6: 
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Halviatti discloses the method of claim 1 , further comprising selecting at least one 
window associated with said target application, wherein said selected window 
comprises said at least one element of said graphical user interface of said target 
application (see for example, Fig.8A-C and related text and also see col.2, line 66- 
col.3, line 13, "The system employs the Model Generator to decompose the 
application under test to generate the ATMS. Each ATM is a high-level for a 
specific component of the application being tested, such as a File Open dialog."). 

Claim 7: 

Halviatti discloses the method of claim 6, further comprising scanning said 
selected window for its window components (see for example, Fig.8A-C and 
related text and also see col,2, line 66- col. 3, line 13, "The system employs the 
Model Generator to decompose the application under test to generate the ATMS. 
Each ATM is a high-level for a specific component of the application being tested, 
such as a File Open dialog."). 

Claim 8: 

Halviatti also discloses the method of claim 1 , further comprising generating a 
second computer code (hook function or call back function) for a function causing 
said target application to execute a predetermined action, wherein said function 
comprises a call to said at least one shadow object (see for example. Col.1 1 , lines 
46-67, "callback function", also see example code of the function and related text) 
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Claim 9: 

Halviatti discloses the method of claim 8, further comprising requesting a user to 
specify a signature (input data) of said function (see for example, col. 15, example 
code of a callback function with input parameter). 

Claim 10: 

Halviatti further discloses the method of claim 9, wherein said specified signature 
of said function comprises a name of said function, an input data parameters of 
said function and an output data parameters of said function (see for example, 
col. 15, example code of a callback function with input parameter "wParam", 
function name "DispatchCBTMessage" and output parameter which is a return 
value that the pointer points to). 

Claim 11: 

Halviatti also discloses the method of claim 8, further comprising requesting a user 
to specify a sequence of components of said graphical user interface of said target 
application that are required to be activated in order to cause said target 
application to execute said predetermined action (see for example Fig. 2, "Modal 
Architecture" and related text, also see col.6, lines 50-67, "follows a fairly rigid 
sequence of operation with each input or entry mode demanding successful 
completion before the program proceeds to the next step."). 
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Claim 13: 

Halviatti discloses a method for causing a target application to execute a function, 
said target application comprising a graphical user interface, said method 
comprising simulating an event of a windows system, said event activating an 
element of said graphical user interface of said target application, wherein said 
activation of said element causes said target application to execute said function 
(see for example, Fig.6, element 640 and related text, also see col.2, lines 47-58, 
"Translated event message are forwarded to the Message Engine for matching 
with event handlers." and "Appropriate action, based upon use of the reserved 
work within the script, is then effected.") 

Claim 14: 

Halviatti discloses a method for enabling first software application to control 
second software application, said second software application having a graphical 
user interface, said method comprising using said first software application to 
simulate an event of a windows system (see for example, Fig.6, element 640 and 
related text, also see col.2, lines 47-58, "Translated event message are forwarded 
to the Message Engine for matching with event handlers." and "Appropriate action, 
based upon use of the reserved work within the script, is then effected."), said 
simulated event activating an element of said graphical user interface of said 
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f 

second application, wherein said activation of said element causes said second 
application to execute a desired function (see for example. Col.11, lines 46-67, 
"callback function", also see example code of the function and related text). 



Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



12. Claims 15-25, 27-39 and 41-42 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Halviatti (Halviatti et al., US 5,475,843) 
Claims 15-25: 

Claims 15-25 claim a computer software for providing a target application with an 
application programming interface, which is a product version that recites the 
same limitation of the method claims in claims 1-1 1 respectively, wherein all 
claimed limitations have been address and/or set forth above. Therefore, as the 
reference teaches all the limitation of claims 1-11, they also anticipate the claims 
15-25. 
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Claim 27: 

Claim 27 claims a computer software for causing a target application to execute 
a function, which is a product version that recites the same limitation of the 
method claim in claim 13, wherein all claimed limitations have been address 
and/or set forth above. Therefore, as the reference teaches all the limitation of 
claim 13, they also anticipate the claim 27. 



Claim 28: 

Claim 28 claims a computer software for enabling first software application to 
control second software application, which recites the same limitation of the 
method claim in claim 14, wherein all claimed limitations have been address 
and/or set forth above. Therefore, as the reference teaches all the limitation of 
claim 14, they also anticipate the claim 28. 



Claims 29-39: 

Claims 29-39 claim a computer system programmed for providing a target 
application with an application programming interface, which is another product 
version that recites the same limitation of the method claims in claims 1-1 1 
respectively, wherein all claimed limitations have been address and/or set forth 
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above. Therefore, as the reference teaches all the limitation of claims 1-11, they 
also anticipate the claims 29-39. 



Claim 41: 

Claim 41 claims a computer system for causing a target application to execute a 
function, which is a product version that recites the same limitation of the method 
claim in claim 1 3, wherein all claimed limitations have been address and/or set 
forth above. Therefore, as the reference teaches all the limitation of claim 13, 
they also anticipate the claim 41 . 

Claim 42: 

Claim 42 claims a computer system for enabling a first software application to 
control a second software application, which is a product version that recites the 
same limitation of the method claim in claim 13, wherein all claimed limitations 
have been address and/or set forth above. Therefore, as the reference teaches 
all the limitation of claim 14, they also anticipate the claim 42. 

13. Claims 12, 26 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Halviatti (Halviatti et al., US 5,475,843) in view of the admitted art (APA) of 
paragraphs [004]-[006] of Applicant's Description of Related Art. 

Claim 12: 
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Halviatti discloses the method of claim 1 , but does not disclose wherein said 
provided application programming interface is capable of communicating in 
accordance with SOAP protocol. However, APA (see for example, [004]) 
discloses that SOAP is a well-known in the art lightweight messaging protocol 
that allows objects of any kind, on any platform, written in any language to cross- 
communicated . Therefore, It would have been obvious to one have ordinary skills 
in the art at the time the invention was made to use SOAP to communicate to 
Halviatti 's API as pointed by Applicant. 



Claims 26 and 40: 

Claims 26 and 40 claim computer systems for enabling a first software 
application to control a second software application, which are other product 
versions that recite the same limitation of the method claim in claim 12, wherein 
all claimed limitations have been address and/or set forth above. Therefore, as 
the reference teaches all the limitation of claim 12, they also anticipate the claims 
26 and 40. 



14. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 
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■ Okada et al., (US 5,956,029) discloses a user interface conversion method of 
converting a picture interface provided by an application program running on 
an operating system to generate and provide a new picture interface. 

■ Cypger et al., (US 5,556,295) discloses a method for extensible simulation 
system and graphical programming interface. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zheng Wei whose telephone number is (571) 
270-1059. The examiner can normally be reached on Monday-Thursday 8:00- 
15:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tuan Q. Dam can be reached on (571) 272-3695. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Any inquiry of a general nature of relating to the status of this application 
or proceeding should be directed to the TC 2100 Group receptionist whose 
telephone number is 571- 272-1000. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Sen/ice 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



ZW 




